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Application No. 

\ Ip/552,914 : 

i . : I . . * 


Applicant(s) 

CLAWSON ET AL 


! 1 ^ i : ! ■ ■ 
/Sean R. McGarry/ ] 


Art Unit 

1635 





Period for Reply - ' \ . 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE i MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVERilS L6NGEt=i,;FftOM THEiM^^ OF THIS COMMUNfCATION. 

- Extensions of time may be available under the provisions of :37 CFR 1 . 1 36(a). Iri no event, however, may a'reply be timely filed 
after SIX (6) MONTHS from the' mailing datie of thl^ ? i i i ' * ' 

- If NO period for re'ply Is specified atlove.i the maxirnumistatutory period will apply and wllj expire: SIX (6) MONTHS from the mailing date of this communication. 

- Failure to| reply within the set or'exiendecl period for reply Wiiljby statute, cause the appliication to beciome ABANDONED . (35 U.S.C. § 133). 
;Any repiyi received by the Office later than three rnbrtthb after the rtiaillhg date of this communlcktion^ 'ev^n if timely filed, nfiay rieduce any 

.;: 'earned, pat^rit term adjustment gee 37te^ ■' ' ! I 'I ' 

Status .! I ■ 

!)□ Responsive to communication(s) filed on . 

2a)n This action is FINAL j 2b)n This action is non-final. 

3) 0 Since this application is iin.conditjon for allowance exijept for formal matters, prosecution as to the merits is 

closed iri accordsince with the practice! under Expiarfe Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition ipfjdlaims : • ' ' i i ! : ' • 

4) EI Claim(s) 143-1 6^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) ^is/are aljowed. 

6) n Claim(s) is/ar^e rejected.-- • ' . . ' 

7) 0 Claim (s). is/are objected to. ; ' 

8) 13 Claim (s); 143^162 are subject to restriction and/or jelectioni requirement. . 

AppllcationiP^pers ' ^ 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not lieqijestithat any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Repiacerrient drawing sheet(s) including tfiie correction is required if the drawing(s) is objected to. See 37 CFR 1 . 1 21 (d). 
11 )□ The oathjor declaration is objected to by the Exam'iner. Note the attached Office Action or form PTO-152, 

Priority unc^eri 35 U.SiC. §119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2.t2 Certified copies of the priority documents, have been received in Application No. . 



3.p Cppies of the certified copies of the priority piocuments have been received in this National Stage 
i; : : application from the I nternation^l^ Bureau j(F|CT Rule 17.2(a))i. . 
Seelth^ attached detailed Office action for a list of the certified copies not received. 



Attachment(s) ' ' 

1) D Notice of References Cited ;(PTO-892) ' 4) □ Interview Summary (PTO-41 3) 

2) D Notice of Drjaftsperson's Pattent Drawing Review (PTO-;948) j j. P^Pp*" No(s)/Mail Date. . 

3) □ Information blsbiosure Statisrnent(8) (PTO/SB/08) . i = . = 5) □ Notice of Informal Patent Application 

Paper No(s)/M&li Date . : ' ' =6) □ Other: ■ 
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. : &eciion/ResMctions 



. Restrictlpli is required under 35 U.S.C. 121 and 372. 



; This applicatiori contains tlie following inventions or groups of inventions which 

. ; : ': i i ■' " ^ i ■ ■ ! ■ !■ 

are n^)t so llrjked i^s toformi^ sirigie genej-af irivientive corrcept under PCT Rule 13.1 . 

• : ! i ! ■ ■ i . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 

elect a single invention to which the claims must be restricted. 

Group I, claim (s) 143-159, drayvn to an isolated nucleic acid molecule that is a template 
for ah .RNA molecule that ccimprises a sonde sequence and antisense sequence and a 
cis.aij^ting rit>ozyme where the cislacting ribozyme facilitates the formation of a double 
striahded RNA. Qrouo I Is further restricted to one seouence recited In claim 147 . 

Group II, claim(s) 160-162, drawn to a method of identifying sequences capable of 
inducing RNA interference against a target mRNA via specified steps. 

The ihventions listed as Groups I do not relate to a single general inventive concept 
under ;PpT Rule: 1 3.1 iDecause; uhder PCT Nule 13.2, they lack the same or 
correbpondihg sp^cial| technical features for! the following reasons: The inventions of 
Group I and II do not share a special technical feature. The method of Group II does not 
require the use of the compound of Group I, for example. Furthermore the invention of 
Group I do not share a special technical feature since each recited sequence of claim 
147 is drawn to different dsRNA compounds that either inhibit different targets or inhibit 
a target to varyirig degrees where each compound is not necessarily substitutable for 
another and since the:prlor art -had disclosed nucleic acid molecules that meet the 
limiteitions of Group I, bee Figure 8c and paragraphs 91 , 11 7 and 214-21 7 of Symonds 
etjal [US 20(j)2/01 60393] cited in applicants 'IDS filed 10/26/06. 

Applicant is advised that the reply to this requirement to be complete must 

include (i) an elejction of a species or invention to be examined even though the 

requji-ement be traversed (37 CFR 1 .143) and (11) identification of the claims 

encompiassing the elected invention. 
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The election of an invention or species may be made witli or witliout traverse. To 
reserve a rigtit tb petition, the election must be made with traverse. If the reply does not 
distirtptly and speciiflcally point out supposed errors in the restriction requirement, the 
election shall be treated as an election without traverse. 

; Should applicant traverse on the ground that the inventions or species are not 
pateintably distinct, apjjiicant should submit jevidence or identify such evidence now of 
recpricj showing the inyentiohs or Species to' be obvious variants or clearly admit on the 
record that this is the case. In either instance, if the examiner finds one of the inventions 
unpatentable over the; prior art, the evidence or admission may be used in a rejection 
under: 35 U.S.CM 03(a) of the other invention. 

: 1 AppliPantiis reminded that upon the cancellation of clairns to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or rriore of the currently named inventors is no longer an inventor of at least one claim 
remaining in; the application.: Any amendmeht of inventorship must be accompanied by 
a request urtder 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(1) . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to/Sban R. McGarry/ whose telephone number is (571) 

272- 0761 . The examiner can normally be reached on M-Th (6:00-4:30). 

; ' If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. Douglas Schultz can be reached on (571) 272-0763. The fax phone 
number for the Organization where this application or proceeding is assigned is 571 - 

273- 83Q0. ' 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBG) at 866-21 i7-91 97 (toll-free). If you vvould like assistance from a 
USPtb Custorpfer Seivice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Sean R McGarry/ 
Primary Examiner 
Art Unit 1635 
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